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T echnology	developers	looking	to	inno-
vate	in	new	spaces	should	immediately	
consider	 integrating	 the	 “Imitation	

two-year	Provisional	Patent	application,”	
into	 their	 patent	 filing	 strategy.	 the	
u.S.	 Patent	 office	 (“Patent	 office”)	 has	
extended,	 until	 the	 end	 of	 2012,	 what	 it	
calls	 the	 “extended	 Missing	 Parts	 Pilot	
Program.”1	 In	 essence,	 this	 program	
attempts	 to	 imitate	 what	 a	 true	 two-year	
provisional	 application	would	provide,	 but	
it	sidesteps	international	priority	risks	and	
patent	 term	 issues	 and	 necessitates	 a	 few	
extra	 steps	 to	 achieve	 the	 “imitation.”	
another	caveat	is	that	applicants	must	still	
file	 a	 non-provisional	 patent	 application	
and	 must	 still	 file	 internationally,	 if	 that	
protection	 is	 so	 desired,	 both	 within	 12	
months	 of	 filing	 a	 provisional	 application.	
the	 good	 news	 under	 this	 program,	 and	
what	 makes	 the	 program	 worthy	 of	 con-
sideration,	 is	 that	 applicants	 now	 have	 an	
additional	 12	 months	 after	 filing	 the	 non-
provisional	from	which	to	file	any	“missing	
parts,”	including	perhaps	the	most	benefi-
cial	portion	of	the	program—postponement	
of	payment	of	search,	examination,	and	any	
excess	claims	fees.	For	many	entities,	and	
especially	 those	 seeking	 to	 innovate	 in	 a	
variety	of	spaces	with	uncertainty	as	to	their	
final	 direction,	 the	 postponement	 of	 these	
fees	could	be	significant.	

Three-Track InITIaTIve – Track III 
now PresenT

Since	 mid-2010,	 the	 Patent	 office,	
under	 director	 Kappos,	 has	 sought	 to	
expand	 the	 “time	 to	 examination”	 options	
available	 to	 patent	 seekers	 with	 a	 three	
track	 system—track	 I	 (fast),	 track	 II	
(normal);	 and	 track	 III	 (delayed).2	 these	
efforts,	however,	were	stopped	short	due	to	
questions	 about	 director	 Kappos’	 author-
ity	 to	 implement	 the	 system	 and	 potential	

lack-of-funding	 risks.	 traditionally,	 there	
has	been	only	one	option	–	first	come	first	
serve.	For	some	patent	seekers,	this	results	
in	a	significantly	longer	wait	 than	desired,	
for	others	the	time	frame	is	about	right.	the	
bottom	line	is	that	more	“time	to	examina-
tion”	options	means	a	more	tailored	patent	
development	 strategy	 is	 possible.	 through	
the	 “three-track”	 initiative,	 the	 Patent	
office	 sought	 to	 meet	 the	 varied	 needs	 of	
modern	technology	developing	entities.	

Some	patent	 seekers	may	be	 interested	
in	 a	 fast	 path	 to	 examination,	 and	 this	
recently	 became	 available	 under	 track	 I	
as	 enabled	 by	 the	 recently	 enacted	 leahy	
Smith	america	Invents	act.3	track	I	allows	
prioritized	 examination	 for	 an	 increased	
fee.	 other	 patent	 seekers	 may	 be	 happy	
with	the	traditional	process,	now	commonly	
referred	to	as	track	II.	Finally,	some	patent	
seekers,	 particularly	 those	painting	with	 a	
broad	brush,	but	looking	to	focus	their	path	
further	down	the	road,	may	wish	to	push	out	
examination	 and	 its	 associated	 costs	 until	
a	 more	 specific	 direction	 has	 been	 cho-
sen.	 the	 “Imitation	 two-year	 Provisional	
Patent	application”	fills	this	need,	creating	
at	 least	 one	 “track	 III”	 pathway	 for	 pat-
ent	 seekers.	 to	 best	 understand	 how	 this	
need	is	filled	with	the	“Imitation	two-year	
Provisional”	a	review	of	traditional	practice	
is	helpful.

TradITIonal ProvIsIonal and 
MIssIng ParTs PracTIce

under	 traditional	 practice,	 the	 filing	 of	
a	provisional	patent	application	serves	as	a	
priority	date	place	holder	 for	 an	 invention	
while	 inventors	 and	 practitioners	 have	 an	
opportunity	to	work	out	finer	details	of	lan-
guage	for	the	claims.	Important	to	this	end	
is	that	in	order	to	assert	benefits	to	the	pri-
ority	 filing	 date,	 a	 provisional	 application	
does	not	require	a	single	claim,	an	oath	or	
declaration,	 formally	 compliant	 drawings,	
or	 search	 and	 examination	 fees.	 as	 such	

it	 is	also	not	subject	 to	examination.	after	
filing	 a	 provisional	 application,	 the	 more	
formal	 non-provisional	 patent	 application	
must	 be	 filed	 within	 12	 months	 to	 take	
advantage	 of	 the	 provisional	 application’s	
earlier	priority	date.

When	 filing	 a	 non-provisional	 applica-
tion	 under	 traditional	 practice,	 if	 either	 a	
proper	oath/declaration	by	an	inventor,	suf-
ficient	government	filing	fees,	or	compliant	
formal	drawings	are	missing	from	the	appli-
cation,	the	Patent	office	issues	a	notice	to	
File	Missing	Parts.	an	applicant	 then	has	
to	 respond	 to	 the	 notice	 to	 File	 Missing	
Parts	which,	in	effect,	allows	an	update	to	a	
filed	non-provisional	application	to	append	
the	“missing	parts”	not	originally	included.	
the	 applicant	 has	 two	 months	 to	 respond	
and	 the	 option	 to	 respond	 later	 by	 paying	
time	 increasing,	 one-month	 extension	 fees	
for	 up	 to	 five	 months	 after	 the	 initial	 two	
month	 period.4	 the	 accumulation	 of	 pro-
gressively	 more	 expensive	 extension	 fees	
limits	 the	 use	 of	 traditional	 missing	 parts	
practice.	

achIevIng The “IMITaTIon Two-Year 
ProvIsIonal”

under	 the	 “extended	 Missing	 Parts	
Pilot	Program,”	 the	 traditional	 fee	extend-
able	 two	 months	 turns	 into	 a	 non-extend-
able	12	months	with	a	 requirement	 to	pay	
a	 rather	 minimal	 surcharge	 for	 the	 late	
submission	of	 fees.5	other	requirements	to	
file	a	non-provisional	application	under	the	
“extended	 Missing	 Parts	 Pilot	 Program”	
include:	(i)	applicant	must	submit	a	formal	
request6	 with	 its	 non-provisional	 applica-
tion	 to	 participate	 in	 the	 pilot	 program;	
(ii)	 the	 application	 must	 be	 an	 original	
non-provisional	 filed	before	december	31,	
2012;	 (iii)	 the	 application	 must	 directly	
claim	 the	 benefit	 of	 the	 prior	 provisional	
application;7	 and	 (iv)	 applicant	 must	 not	
have	 filed	 a	 non-publication	 request.	 the	
non-provisional	application	must	also	con-
tain	at	least	one	claim,	at	least	one	drawing,	
and	 be	 ready	 for	 publication.	 By	 allowing	
an	 applicant	 to	 submit	 a	 non-provisional	
application	in	this	manner,	while	still	pre-
serving	the	beneficial	priority	filing	date	of	
the	provisional	application,	 the	“extended	
Missing	Parts	Pilot	Program”	is	effectively	
extending	 the	 useful	 life	 of	 a	 provisional	
patent	 application	 to	 two	 years	 from	 the	
filing	 date,	 thereby	 achieving	 the	 Patent	
office	 desire	 of	 an	 “Imitation	 two-year	
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Provisional	application”	or	perhaps	initial	
track	III	goals.	

the	 time	 extension	 and	 fee	 deferral	
aspects	 of	 this	 program	 can	 be	 utilized	
from	 a	 business	 standpoint	 to	 postpone	
strategic	 decisions	 regarding	 the	 further	
pursuit	 of	 an	 application.	 For	 example,	
an	entity	may	 file	a	number	of	provisional	
patent	applications	in	a	specific	technology	
space	 and	 later	 change	 strategic	 direction	
or	 select	 only	 one	 of	 the	 areas	 within	 the	
specific	technology	space	to	pursue.	under	
this	 program	 an	 applicant	 may	 defer	 the	
search	 and	 examination	 fees,	 which	 total	
almost	$900	and	are	typically	due	upon	fil-
ing	a	non-provisional.8	this	translates	to	a	
deferral	of	almost	70%	of	the	fees	for	up	to	
an	additional	12	months.	For	large	entities	
with	 large	 patent	 portfolios,	 these	 savings	
could	be	quite	significant.

rIsks and lIMITaTIons assocIaTed 
wITh UsIng The “IMITaTIon Two-
Year ProvIsIonal”

Patent	developers	should	be	aware	 that	
entities	 utilizing	 the	 “Imitation	 two-year	
Provisional”	 may	 suffer	 diminishing	 pat-
ent	term	adjustments.	under	this	program,	
when	 the	 non-provisional	 application	 is	
filed,	 the	 Patent	 office	 will	 still	 send	 a	
“Missing	 Parts	 notice”	 to	 the	 applicant.	
after	 three	 months	 of	 no	 response,	 any	
additional	 time	 taken	 by	 the	 applicant	
may	 be	 subtracted	 from	 any	 patent	 term	
adjustment	 for	 which	 the	 applicant	 may	
be	 eligible	 at	 the	 end	 of	 the	 application	

process.	 applicants	 should	 also	 keep	 in	
mind	that	the	18-month	publication	period	
will	still	be	in	effect	from	the	earliest	date	
to	 which	 priority	 benefit	 is	 sought,9	 and	
this	 new	 program	 does	 nothing	 to	 defer	
international	 filing	 costs	 or	 requirements.	
For	a	filing	outside	the	u.S.	that	claims	pri-
ority	 to	 a	u.S.	provisional	 application,	 the	
applicant	has	only	12	months	 from	which	
to	 file	 a	 foreign	 or	 Pct	 application.10	 For	
these	reasons,	patent	developers	interested	
in	 foreign	 filings	should	be	aware	of	 these	
risks	and	limitations	of	the	“Imitation	two-
year	Provisional	Program.”	

More FocUsed and sTraTegIc 
TechnologY PaTenT aPPlIcaTIon 
selecTIons

By	 providing	 more	 time	 for	 technology	
developing	entities	to	make	strategic	deci-
sions	on	whether	and	which	patent	applica-
tions	 to	 pursue,	 and	by	keeping	money	 in	
the	 entities’	 pockets	 all	 the	 while,	 the	
“Imitation	 two-year	 Provisional	
application”	should	provide	reason	to	cel-
ebrate.	 this	 new	 program	 especially	 rings	
true	 for	 those	 looking	 to	 innovate	 in	many	
technology	spaces	and	focus	their	technol-
ogy	 selection	 at	 a	 later	 date.	 Pending	 fur-
ther	 evaluation	 by	 the	 Patent	 office,	 this	
temporary	 program	 may	 see	 permanent	
adoption.	Should	it	be	made	permanent,	the	
“Imitation	 two-year	 Provisional	
application”	 also	 strategically	 could	 be	
significant	as	the	Patent	office	moves	to	a	
modified	 first-to-file	 system	 on	 March	 16,	

2013,	 shortly	 after	 this	 extended	 option	
period	expires.11	For	now	though,	this	new	
tool	 is	 available	 for	 use	 at	 least	 until	 the	
end	of	2012.		 IPT
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