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On February 20, 2013, the Supreme Court issued its opinion in the case of Gunn v. Minton.1 The
heart of this matter is whether the state-based malpractice action based upon an underlying
patent infringement lawsuit may be heard in state court or whether it must be heard in federal
court because it "arises under" federal question jurisdiction. Our previous reports have
examined the history of the case as it has moved through the Texas courts to the Supreme
Court, including Petitioners' and Respondent's briefs, associated amicus curiae briefs and the
oral argument before the Court.2

The Decision
In summary, the Court found in its 9-0 decision that the Respondent, the inventor Vernon
Minton, failed to establish "arising under" subject matter jurisdiction based upon Section
1338(a) for the Texas professional malpractice action against Jerry Gunn and several law firms. 
Chief Justice Roberts delivered the unanimous opinion of the Court.3

The Court acknowledges that a "special and small category" of cases can arise under federal
jurisdiction even when federal law does not create original jurisdiction.4 To determine if this is
one of those cases, the case needs to raise a federal issue that is necessary, actually disputed,
substantial, and capable of resolution in federal court without disrupting the federal-state
balance approved by Congress. In addition, upon meeting these four conditions, consideration
is given to Congress' intended division of labor between the state and federal courts.5

In analyzing the state-based malpractice action with an underlying patent infringement suit
versus the Grable factors, the Court states that "we are comfortable concluding that state legal
malpractice claims based on underlying patent matters will rarely, if ever, arise under federal
patent law for purposes of §1338(a)."6

After passing quickly through the first two Grable elements – necessary and disputed – the
Court addresses the element of "substantiality" of the issue presented.  The Court identifies
problems not only with the Texas Supreme Court's analysis of substantiality in Minton but also
the analysis of the Federal Circuit in the opinion from Air Measurement:7

As our past cases show, however, it is not enough that the federal issue be significant to the
particular parties in the immediate suit; that will always be true when the state claim
"necessarily raise[s]" a disputed federal issue, as Grable separately requires. The substantiality
inquiry under Grable looks instead to the importance of the issue to the federal system as a whole
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The Court turns to Grable and Smith9 and further differentiates this case in showing that the
importance of the question to the parties alone is not enough – it must be important to the
validity of the government's action or the law.10

In addition, the hypothetical nature of the causation element of a malpractice action – the case-
within-a-case or suit-within-a-suit – simply does not make the patent infringement or patent
prosecution issue substantial. "No matter how the state courts resolve that hypothetical 'case
within a case,' it will not change the real-world result of the prior federal patent litigation. 
Minton's patent will remain invalid."11 The Court expressed reassurance that non-hypothetical
patent cases have original and exclusive jurisdiction in federal courts under 28 U.S.C. § 1338(a),
and if any novel question emerges from the state-based case-within-a-case analysis that the
question would eventually be settled by a federal court.12

In regards to the expertise given in federal courts and administrative agencies towards patents,
the Court simply did not find the argument that their mere existence endowed patent legal
issues in this hypothetical context with substantiality. The Court expressed its full confidence
that state courts can handle the interpretation of patent law for non-federal issues: "[b]ut the
possibility that a state court will incorrectly resolve a state claim is not, by itself, enough to
trigger the federal courts' exclusive patent jurisdiction, even if the potential error finds its root
in a misunderstanding of patent law."13

The Court also cites to the critical role that states play in administrating their attorneys,
acknowledging the special burden that states play in maintaining the professional standards of
their members. The Court was not presented with a reason that would undermine this critical
state function, especially in light that the patent issue is only a hypothetical one.14

In concluding, the Court found that any decision of the patent matter in Gunn would not have a
broad effect, and therefore the issue simply did not necessitate federal court intervention.15

The effects of the decision
The immediate effect for Jerry Gunn and the other Petitioners is that the malpractice case
against them is effectively over after 9 years.16 Upon remand, the Texas Supreme Court will
likely adopt the decision originally given in Minton at the Ft. Worth Court of Appeals, which
found a lack of substantially and a conflict with the federal/state balance.17

The Gunn opinion effectively overturns both Air Measurement and Immunocept,18 the Federal
Circuit's version of the Grable test, and validates the opinions given in New Tek I & II,19 which
are from the Nebraska Supreme Court in 2005 and 2008 that assert state dominion over
malpractice actions even in the light of an underlying patent issue. The Court cited Air
Measurement several times and indicated what the proper substantiality and federal/state
balance analysis should have been.20 The Grable analysis given in both Air Measurement and
Immunocept have been used in dozens of other suits since 2007, both in state and federal courts,
to remove patent malpractice cases from the state courts and to prevent remand back to state
court.21 Any current use of Minton and Air Measurement in non-patent related cases will likely be
immediately challenged.22
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The Supreme Court's opinion also vindicates the dissenting and concurring opinions given by
Justice Kathleen O'Malley in the spring of 2012.  Justice O'Malley's dissenting opinion for the
denial of en banc rehearing in Byrne23 and her concurring and dissenting opinions in several
other patent malpractice cases that quickly followed24 provided the most salient arguments –
that there is a problem with the Federal Circuit's analysis of substantiality and the federal/state
balance – for Petitioner Gunn.  It is now likely that Byrne, which is on petition for certiorari with
the Court,25 will likely be remanded back to the Federal Circuit with instructions to follow the
decision as presented in Gunn. 

The Supreme Court's decision in Gunn is available at the Court's website.26

If your company has questions about, or cases involving, "arising under" jurisdiction, please
contact any of the Bracewell & Giuliani attorneys listed for more information regarding this
topic.
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